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DETAILED ACTION 
Status of Claims 

1 . Claims 1 -57 have been analyzed 

Claim Objections 

2. Claims 39-41 and 43-45 are objected to under 37 CFR 1 .75(c) as being in improper form 
because they depend on other independent claims. Independent claims must not depend on 
other independent claims. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition 
of matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requires of this title. 

4. Claims 1, 4-5, 20-23, 41-43, 46-48, 52 and 56-57 are rejected under 35 U.S.C. 101 because 
the claimed invention is directed to non-statutory subject matter. 

5. The claims recite the term "unit", and after careful review of the specification and 
prosecution history, the Examiner has found evidence that word "unit" is being used as both 
hardware and software. For example, page 25, par. 2 of applicant's specification makes the 
notion of "display unit, which displays digital content retrieved from the storage 108 ", which 
would appear to be referring to a display device/screen such as a monitor (hardware). Page 
25, par. 2 also "denotes a unit of equipment identifier data management which manages the 
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foregoing equipment identifier data which would appear to be database (software). To the 
extent that the claims are referring to software, they do not recite that the software/computer 
program is encoded or recorded on a physical medium readable by a computer. Thus, the 
claims are directed to functionally descriptive material that is not functionally or structurally 
interrelated to the medium. Data structures not claimed as embodied in computer readable 
media (defined as "a collective word for the physical material, such as paper, disk, and tape, 
used for storing computer-based information", Microsoft Press, Computer Dictionary, 
Second Edition, © 1994) are descriptive material per se and are not statutory because they 
are neither physical "things" nor statutory processes. Such claimed data structures do no 
define any structural and functional interrelationships between the data structure. See MPEP 



6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claims 1,3-4, 13-14, 32-33, 41-42, 46-47, 51-52 and 57 rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly claim 
the subject matter which applicant regards as the invention. 

8. As per claims 1, 3-4, 13-14, 32-33, 41-42, 46-47, 51-52 and 57, the applicant recites terms 
such as "transmits/receives" in claim 1. It's not clear whether "/" represents an alternative 
such "transmits or receives", or represents "transmits and receives". Therefore, the claims 
are indefinite. 



2106(IV)(B)(l)(a). 



Claim Rejections - 35 USC § 112 - 2 nd Paragraph 
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9. Claims 1, 4-5, 20-23, 41-43, 46-48, 52 and 56-57 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. The claims recite the term "unit", 
and after carefiil review of the specification and prosecution history, the Examiner has found 
evidence that word the word being used as both and software. For example, page 25, par. 2 
of applicant's specification makes the notion of "display unit, which displays digital content 
retrieved from the storage 108 which would appear to be referring a display device/screen 
such as a monitor. Page 25, par. 2 also "denotes a unit of equipment identifier data 
management which manages the foregoing equipment identifier data ", which would appear 
to be database (software). It is not clear to one ordinary skilled in the art whether or not 
applicant is referring to hardware or software of the notion of the term "unit". Therefore, the 
term renders the claims indefinite. All claims that depend on the above claims are rejected as 



10. In determining patentability of an invention over the prior art, the USPTO has considered all 
claimed limitations, and interpreted as broadly as their terms reasonably allow. Additionally, 
all words in the claims have been considered in judging the patentability of the claims against 
the prior art. 

1 1 . It should also be noted that, in the office action that: 

A. Items in the rejection that are in quotation marks are claimed language/limitations 

B. Functional recitation(s) using the word "for" or other functional terms (e.g. "for 



well. 



Claim Interpretation 



identifying each of said receiving terminals" as recited in claim 1) have been 
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considered but given less patentable weight because they fail to add any steps and 
are thereby regarded as intended use language. To be especially clear, the Examiner 
has considered all claim limitations. However the A recitation of the intended use of 
the claimed invention must result in additional steps. See Bristol-Myers Squibb Co. v. 
Ben Venue Laboratories, Inc., 246 F.3d 1368, 1375-76, 58 USPQ2d 1508, 1513 (Fed. 
Cir. 2001) (Where the language in a method claim states only a purpose and intended 
result, the expression does not result in a manipulative difference in the steps of the 
claim.). 

C. Word(s) that are separated by "/" are being examined as being synonymous or 
equivalent 

D. Since the term "stock" or "stocked" is not lexicographically defined, the USPTO will 
interpret the term in accordance with the following Merriam Webster's dictionary 
definition Stock: to procure or keep a stock of <our store stocks that brand>". 
Accordingly, the term will be interpreted as being synonymous with storing data in a 
computer readable medium. 

E. "Content distribution apparatus" is being interpreted as transmitting station/server. 

F. "Receiving terminals" is being interpreted as receiving station or user/client devices. 

G. "Information terminal" is being interpreted as a modem. 

H. The USPTO interprets claim limitations that contain statement(s) such as "if may, 
might, can, could, when, potentially, possibly", as optional language (this list of 



1 See e.g. In re Gulack, 703 F.2d 1381, 217 USPQ 401, 404 (Fed. Cir. 1983)(stating that 
although all limitations must be considered, not all limitations are entitled to patentable weight). 
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examples is not intended to be exhaustive). As matter of linguistic precision, optional 
claim elements do not narrow claim limitations, since they can always be omitted (In 
re Johnston, 11 USPQ2d 1788 (Fed. Circ. 2006)). They will be given less patentable 
weight, because language that suggests or makes optional but does not require steps 
to be performed or does not limit a claim to a particular structure does not limit the 
scope of a claim or claim limitation. 

I. Independent claims are examined together, since they are not patentable distinct. If 
applicant expressly states on the record that two or more independent and distinct 
inventions are claimed in a single application, the Examiner may require the applicant 
to elect an invention to which the claims will be restricted. 

J. Any official notices taken by the USPTO that are not adequately traversed by 
applicant will be taken to be admitted prior art. 



12. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. . . . 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 



Claim Rejections - 35 USC § 102 
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13. Claims 1-10, 17- 29, 37-43, 47, 52-53, 56-57 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Sachs (US 5956034). 

As per claims 1-10, 17- 29, 37-43, 47, 52-53, 56-57, Sachs et al. discloses an invention 
that is directed to a system for retaining a library of publications and for selectively loading these 
publications into a remote portable electronic viewing unit with non-volatile memory storage. 
The invention includes: 

A. Transmitting station/server (fig. 1, item 12) ("system comprising a digital content 
distribution apparatus") and receiving terminal (fig. 1, item 14) ("receiving 
terminals") 

B. The prior contains a mechanism that manages a content database 18 that contains 
primarily copyrighted publications or works. In the process of distributing these 
works, the host computer 16 communicates with a portable display unit 32 located 
within the receiving station 14. The receiving station 14 includes modem 30, which is 
connected to a portable display unit 32 through a communications channel 34" (col. 3, 
lines 20-26) ("a unit of download and stock management which manages content 
download and stock management data descriptive of digital content volumes 
downloaded and stocked in the receiving terminals which receive a digital content 
from said digital content distribution apparatus") 

C. Allows for an effective manner of examining the contents according to individual 
interests, and selecting the material to download (col. 2, lines 4-6) ("a unit of 
determining digital content to download which determines digital content to 
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download to said receiving terminals, using said content download and stock 
management data") 

D. Downloading content to user device (col. 7, lines 59-62) ("downloads the digital 
content to said receiving terminals") 

E. User device has portable storage device which has a unique serial number, which 
consists of a number that serves as a "public key" (col. 3, lines 36-39) ("a unit of 
equipment identifier data management which manages equipment identifier data for 
identifying each of said receiving terminals") 

F. A communications channel 34 which transmits data to and from user device to server 
(col. 3, lines 30-35) ("a unit of service provision which transmits/receives data 
to/from said digital content distribution apparatus and provides service to an end 
user") 

G. The host computer/server first interrogates the portable display unit/user device 32 
through the data channel 34 for its unique serial number/equipment identifier, which 
consists of a number that serves as a "public key" 36 in the data encryption system. 
The host computer 16 compares the public key 36 against a valid key list 42 located 
in memory 40 to determine whether it is a valid key. If it is, the host computer 16 then 
uses this key 36 to encrypt the selected published works/content download from the 
content database/stock management data 1 8 using a corresponding private key from 
the key list 42. The encrypted, compressed data is then sent to the display device 32 
through a modem 26 located at the transmitting end of the system 12. ") (Col. 3, lines 
35-53) ("upon receiving said equipment identifier data from one of said receiving 
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terminals, identifies said content download and stock management data for the 
receiving terminal having the equipment identifier, using said equipment identifier 
data received") 

H. Public key/identifier stored in the portable device (fig. 2b, item 84b, col. 5, lines 6-9). 
Since the portable device stores the identifier to identify the client content won't be 
downloaded (service provided) to portable if not connected ("equipment identifier 
data for each of said receiving terminals is stored onto a portable storage medium and 
service can be provided to the end user after the portable storage medium is attached 
to each said receiving terminal used by the end user") 

I. The receiving station 14 includes modem 30, which is connected to a portable display 
unit 32 through a communications channel 34, which may be a digital data stream on 
a telephone line, an Integrated Services Digital Network (ISDN) line, a coaxial cable, 
a fiber optic cable or any other serial streaming medium. (Col. 3, lines 25-30) 
("further comprising an information terminal which is connectable to said receiving 
terminals and has a channel for transmitting/receiving data to/from said digital 
content distribution apparatus") 

J. Public key/identifier stored in the portable device (fig. 2b, item 84b, col. 5, lines 6-9). 
According to Merriam Webster's to manage: 1 : to handle or direct with a degree of 
skill. Therefore, the Examiner takes the position storing the identifier is a way, 
handling the identifier ("unit of equipment identifier data management which 
manages equipment identifier data for identifying each of said receiving terminals") 
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K. Prior art monitor the communication for different commands (col. 9, lines 35-39, col. 
10, line 12) ("monitoring communication conditions for monitoring conditions of 
communication with a digital content distribution apparatus which distributes said 
digital content") 

L. The system 10 allows for bi-directional communication (transmits and receives) (col. 
3, line 12) ("transmits/receives data to/from said digital content distribution apparatus 
according to said conditions of communication and provides service to an end user") 

M. Queries if there is room/space available for a new book (col. 10, line 62) ("at least, 
space available in a storage medium included in each of said receiving terminals and 
a list of digital contents stored on said storage medium") 

N. ("If there no room, the process S228 proceeds to process step S332, where it 
determines which book is to be purged (see FIG. 4H). The process S228 then 
proceeds to process step S3 34, where it purges the book selected and then proceeds 
back to decision step S330, where it queries if there is room for a new book.") (a 
command to purge the content has to necessarily be generated by server and received 
by user device) (Col. 10, lines 62-67) ("receiving terminal receives a removal 
instruction command to remove digital contents out of the digital contents retained on 
said receiving terminal and removes the digital contents, according to said removal 
instruction command") 

O. Display/interface pages that allow user to select/designates content (col. 7, lines 35- 
37, fig. 4D and 4E) ("receiving terminals further comprises: a display unit which 
accepts a purchase order for a digital content from the user by providing a user- 
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interface screen that allows the user to specify content designation information that 
designates a digital content and displays the thus designated digital content") 

P. According to Merriam Webster's dictionary, booking is synonymous with reserving 
or set aside for. As such, the prior displayed/set aside on virtual bookshelves books 
that user has been previously been purchased (col .7, lines 40-41) ("a unit of booking 
content to receive which registers said content designation information if said 
receiving terminal does not retain the digital content designated by said content 
designation information") 

Q. When selected by user, server downloads content to user device (col. 7, lines 59-62) 
("upon receiving content designation information that designates a digital content 
from one of said receiving terminals, transmits the digital content designated by said 
content designation information to said receiving terminal.") 

R. The prior displayed/set aside on virtual bookshelves books that user has been 

previously been purchased (col .7, lines 40-41) - In order for a purchase to take place 
the person buy the product has to (necessarily present) get charged/billed for the 
product ("a billing unit") 



14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 



Claim Rejections - 35 USC § 103 
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15. Claims 11-16, 30-36, 44-46, 48-51, 54-55 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sachs et al. (U.S 5956034), in view of Klug et al. (U.S 6615251). 

16. As per claims 11-16, 30-36, 44-46, 48-51, 54-55, Sachs et al. has previously been disclosed. 

17. Although it may be implicitly taught, Sachs et al. did not explicitly describe an invention in 
which user usage history is provided. However, Klug et al. describe a invention which 
relates in general to interactive communication networks such as the Internet or other public 
or private networks (generically the "Internet") and, in particular, to providing user targeted 
content including content initially displayed or otherwise presented during interval and/or 
dead time ("waiting time") of an Internet session, e.g., during processing time associated with 
the exchange of information between the Internet content providers and Internet content 
users. According to the prior art by Klug et al., information regarding the user may be 
obtained based on a site access request, a history of Internet usage, or other information that 
may be derived by monitoring the user node. Additionally, stored user information may be 
continuously or periodically updated (information and messages may be added and/or 
deleted) based on a learning process implemented by intelligent code based on usage patterns 
or the like (col. 3, lines 49-56). 

18. Therefore, it would have been obvious for one of ordinary skill in the art at the time of the 
applicant's invention to construct a system that would make use of user usage history. The 
motivation would be to offer the promotion of frequently used content to encourage and 
reward participation by providing credits towards or other value based on the number or 
duration of content usage (col. 10, lines 8-14). 
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Conclusion 



19. Examiner has pointed out particular references contained in the prior arts of record in the 
body of this action for the convenience of the applicant Although the specified citations are 
representative of the teachings in the art and are applied to the specific limitations within the 
individual claim, other passages and figures may apply as well. It is respectfully requested 
that if the applicant is preparing to respond, to consider fully the entire references as 
potentially teaching all or part of the claimed invention, as well as the context of the passage 
as taught by the prior arts or disclosed by the examiner. 

20. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

• Lang (US 5191611) - A method and system for granting complete or limited access 



to information stored in a storage medium or media utilizing information physically 
stored in the storage medium or media. The particular storage medium or media are 
included in an appropriate reader mechanism which is connected to a personal 
computer, minicomputer, or a mainframe computer having a means for entering 
personal and system access data therein, such as a keyboard. 
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21. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Evens Augustin whose telephone number is 571-272-6860. The 
examiner can normally be reached on Monday thru Friday 8 to 5 pm. 

22. If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Andrew Fischer can be reached on 571-272-6779. 



/Evens J. Augustin/ 
Evens J. Augustin 
May 28, 2007 
Art Unit 3621 



